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REMARKS jj 
This response is intended as a full and complete response to the non-final Office 
Action mailed September 10. 2004. In the Office Action, thf Examiner notes that 
claims 1-58 and pending and rejected. By this amendment^ claims 1 , 6-7, 9-10, 12, 14, 
26-27, 32, 35, 42. 51-54. and 57-58 are amended, and claims 8 and 46-50 are 

cancelled. )j 

in view of both the amendments presented above arjd the following discussion, 
the Applicants submit that none of the claims now pending jin the application are 
anticipated or obvious under the respective provisions of 3S U.S.C. §102 and 103. 
Further, the Applicant has addressed the Examined Doubje Patenting Rejections and 
submits that none of the claims are double patented underjlthe statutory type of double 
patenting rejection, and that a terminal disclaimer will be fifed for those claims being 
rejected for the judicially created doctrine of double patenting. Thus, the Applicants 
believe that ail of these claims are now in allowable form. I 

It is to be understood that the Applicants, by amending the claims, do not 
acquiesce to the Examiner's characterizations of the art ofirecord or to the Applicants' 
subject matter recited in the pending claims. Further, the Applicants are not 
acquiescing to the Examiner's statements as to the applicability of the art of record to 
the pending claims by filing the instant responsive amendments. 

: I 
REJECTIONS 

Double Patenting j: 
35 U.S.C S101 \ 

The Examiner alleges that claim 52 of this application claims the same invention 
as that of claim 52 of copending application Serial No. 09^28,805. As such, the 
Examiner has provisionally rejected claim 52 under 35 U.^.C. §101. 

The Applicant has canceled claim 52 in copending application Serial No. 
09/628,805. Therefore, the rejection is now deemed mooCt. 

ii 

i 
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Obviousne ^ Double Patenting 

The Examiner has rejected claims 1 . 6, 32, 42, 47, 5* , and 54 provisionally 
under the judicially created doctrine of obviousness-type double patenting as being 
unpatentable over, respectively, claims 1 , 7, 34, 43. 48. 51 pnd 54 of copending 
Application Serial No. 09/628.805. | 

In response, the Applicant will file a Terminal Disclaimer in the copending 
Application Serial No. 09/628.805 under 37 C.F;R. 1 .130(bj upon indication of allowable 
subject matter As such, the Applicant respectfully requests that the obviousness-type 
double patenting rejection be held in abeyance. | 

35U.S.C. SI 02 

Claims 1-9. 11-21- 25-28, 3 0-44, 51-56 and 58 

The Examiner has rejected claims 1-9, 1 1-21 , 25-2d, 30-44. 51-56 and 58 under 
35 U.S.C. §102 as being anticipated by U.S. 6,177,391 Btjito Alexander (hereinafter 
-Alexander"). The Applicants respectfully traverse the rejection. 

A. Claim 8 jj 

The Applicant has canceled claim 8. Therefore. thd rejection regarding this 

claim is now deemed moot. 



B. Claims 1-7. 9. 11-21. 25-28, 30-44, 51-56 arki 58 
The Applicants 1 Independent claim 1 (and similarly independent claims 6. 26, 32, 
42,51, and 53-54) recites: j 

"A method for targeting virtual advertisements to terminals, comprising:: 
assigning at least one 'virtual advertisement spot to a video 

proqr? Ts signing one or more virtual objects to the at least one virtual 

advertisement spot; and t „ 

generating a retrieval plan, wherein fie retrieval plan instate one 
or more of the terminals to select one of thdjone or more virtual objects tor 
nlacement at said at least r »ng virtual advertisement spot m said video 



program ," (emphasis added). 
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"Anticipation requires the presence in a single prior art reference disclosure of 
^ fl nd every eteir -* ^imad invention, arranged ks in the daim" {Lindemanji 
M^Hin^hrik Gmbu - Hnist & Derrick Co.. 7*> F.2d 1452. 221 USPQ 

481 485 (Fed. Cir. 1984) (citing rtnnnp.1l v. Sears. Roebuck & Qo., 722 F.2d 1542. 220 



USPQ 193 (Fed. Cir. 1983)) (emphasis added). |The Alexander reference fails to 

«r.h fl nri P.v^rv element of the claimed invention, as arranged , in the claim. 
The Alexander reference discloses j 
In FIG. 1 of the drawing, one embodiment of the EPG with Ad Window 
and Advertising Messages is shown. In FIG. 1 , a tension screen disp ay 
10 is shown. Display 10 could be generated by a conventional television 
receiver with interlaced scan lines, by! a VCR. *r a PC monitor with 
progressive scan lines, or by another other type of f video display dev ce. 
In the upper left hand comer of the screen is a P P window 12 Below 
window 12 are Panel Ad Windows 14. and 16 ("Ad [Windows"). Windows 
12, 14. and 16 each typically occupy about % of Jthe total screen area. 
The remainder of the screen areais typically occupied (moving from top to 
bottom of the screen) by an action key bar 18, a navigation bar 20, a grid 
guide 22 ("Grid Guide"), and an information box 24 (the "detailed 
Information area). In the embodiment pictured in (FIG. 1. the position of 
the windows, and other user interface features, including the action key 
bar navigation bar and Grid Guide, are! fixed. In another embodiment of 
this invention, as Is described further below, the position and size of the 
windows and other user interface features are customizable by the viewer, 
(see Alexander, column 3, lines 1-20). j 

In one embodiment of this invention, a data base of advertising messages 
and virtual channel ads is stored in RAM at thd viewer terminal or is 
accessible at a web site if the viewer terminal has bn Internet connection. 
In either case, the advertising Items in the data |base are labeled with 
coded categories that correspond to coded category labels assigned to 
the telecast television programs. (Preferably. J these are the same 
categories that are used to sort the programs in th£ on screen category or 
theme guide.) The category labels of j the television programs could be 
stored In RAM as part of the EPG data base and retneved from the 
applicable Show Information Package i ("SIP") based on the information 
from the real time clock and the tuner setting. This! information identifies a 
time and channel that points to the applicable SJP. After the category 
label of the last program the viewer was watching un the television mode is 
retrieved from the EPG data bass, this lab|l is matched to he 
corresponding label in the data base of advertising messages and virtual 
channel ads stored in RAM. In FIG.: 1 of the cowing, the advertising 
items to which the labels are attached are displayed in ad windows 14 and 
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as described above. 



16 and the virtual channel ad displayed on tile 52 
(see Alexander, column 33, lines 44-65). 

The Applicants invention is completely different than the Alexander reference. 
In particular, the Applicant's invention provides a system and method for delivering 
targeted virtual objects to reception sites. A virtual object is a realistic, synthetic replica 
of an actual object. The virtual object is viewable within >jideo programming and may 
be combined with original video and audio to supplement or replace portions of the 
original video and audio content. Virtual objects may be iverlaid on video, partially or 
entirely obscuring the underlying video. An overlaid object 
as a graphical icon or the like, or alternatively may be dynamic, such as a video clip, 
animation, or scrolling alphanumeric characters, for example. Overlaid objects may be 
limited spatially to a fixed portion of the video screen, limited temporally to a given time 
for display, limited by a combination of both location an 
changing portion of the screen that is moving with time, 
may be added to and embedded within the actual video. l|lultiple virtual objects may be 
embedded in the video in a multi-layer! fashion. The virtual object is indistinguishable 
from the other video content sharing trie field of view, 
page 2, lines 6-18), 



The Applicant's invention assigns at least one virtual advertisement spot to a 
video program, assigns one or morjs virtual objects to the at least one virtual 
advertisement spot, generates a retrieval plan, and provides the retrieval plan and video 
program to the terminal, where the retrieval plan directs 
more of the virtual objects for placement in the virtual advertisement spot in the video 
program. By contrast, the Alexander reference merely discloses an EPG formed by 
graphics, as opposed to video, which includes a picture-ir 
content, as well as advertisement panels for displaying 
EPG nor the advertisement panels of the EPG |are a video program as defined by the 
Applicant's invention. Rather the EPG and associated advertisement panels are 
graphics that are displayed by the terminal. Since thej Alexander reference fails to 
teach "assigning at least one virtual! advertisement spot to a_vjgj 



i time, or tied to a spatially 
Alternatively, virtual objects 



(see Applicant's specification, 
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"generating a retrieval plan, wherein the retrieval plan instructs one or more of the 
terminals to select one of the one or more virtual objects for placement at said at least 
one virtual advertisement soot in said video program", the, Alexander reference fails to 
teach each and every element of the claimed invention, asjarranged in the claim. 

! 

i 

As such, the Applicants submit that independent claims 1 , 6, 26, 32, 42, 51 , 52, 
53 and 54 are not anticipated and fully satisfy the requirements of 35 U.S.C. §102 and 
are patentable thereunder. Furthermore, claims 2-5, 7, 9, jl 1-21 , 25, 27-28, 30-31 , 33- 
41 1 43-44, 55-56 and 58 depend, either directly or indirect^, from independent claims 1 , 
6, 26, 32, 42, 51 , 52, 53 and 54 and recite additional features thereof. As such and at 
least for the same reasons as discussed above, the Applicants submit that these 
dependent claims are also not anticipated and fully satisfy jthe requirements of 35 
U.S.C. §102 and are patentable thereunder. Therefore, th'e Applicants respectfully 
request that the Examiner's rejection be withdrawn. I 



35 U.S.C. §103 

Claims 22-24. 29. 45. 46 and 57 

The Examiner has rejected claims 22-24, 29, 45, 46 and 57 as being obvious 
and unpatentable under the provisions of 35 U:S.C. §103(L). In particular, the 
Examiner has rejected claims 22-24, 29; 45, 46 and 57 un|der 35 U.S.C. §1 03(a) as 
being unpatentable over U.S. Patent 6,177,931 to Alexander. The Applicants 
respectfully traverse the rejection. 

A. Claim 46 

The Applicant has canceled claim 46. therefore, tlpe rejection regarding this 
claim is now deemed moot. i 

B. Claims 22-24, 29, 45 and 57 
Claims 22-24, 29, 45 and 57 respectfully .depend from independent claims 6, 26, 

42 and 54, and recite additional features thereof. In particular, claim 22 (and similarly 
dependent claims 23-24, 29, 45 and 57) recites ,in part: 
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"A method of targeting virtual objects, comprising: 

providing a video program containing one or more virtual object 
locations; 

providing virtual objects for one or more of the virtual object 
locations; 

providing at least one alternate virtual object for at least one of the 
one or more virtual object locations; and 

providing a retrieval plan, wherein the retrieval plan at the terminal 
designates which of the one or more virtual object locations displays an 
alternate virtual object in said video program ." (emphasis added). 

The test under 35 U.S.C. §103 is pot whether an improvement or a use set forth 
in a patent would have been obvious or non-obvious; rather the test is whether the 
claimed invention, considered as a whole , would have been obvious. Jones v. Hardv. 
1 1 0 USPQ 1021 , 1024 (Fed. Cir. 1984) (emphasis added). Moreover, the invention as 
a whole is not restricted to the specific subject! matter claimed, but also embraces its 
properties and the problem it solves. In re Wright , 6 USPQ 2d 1959, 1961 (Fed. Cir. 
1 988) (emphasis added). The Alexander reference fails to teach or suggest the 
Applicants' Invention as a whole . 

As discussed above, the Alexander reference discloses 

An electronic program guide having advertisement panels formed by a 
graphics layer that is sent to the terminals. Further, the EPG and the 
Profile Program use Viewer Profile information to tailor the presentation 
and scheduling of advertisements to viewer and to customize the 
presentation of the EPG for the. user.; One example is customizing an 
overlay message to an advertisement on a local geographic basis. In one 
embodiment, the customized messages can be preloaded by zip code into 
the memories of particular viewers' EPG's. The preloaded messages can 
be transmitted by a head end during off hours and stored in the viewer's 
terminal for use when the advertisement runs, e.g., during a television 
program or in a video clip in the Ad Window, (see Alexander, column 32, 
lines 23-27 and lines 35-51). 

. ; i 

Furthermore, the Examiner's Official Notice is limited to teaching that the use of 
a PC as a terminal is well-known in the art. Even if the Alexander reference and the 
Examiner's Official Notice could somehow be operably combined, the combination 
would disclose customizing an overlay* message to an advertisement in an EPG and 
sending the customized messages from a head end to the viewer's terminal for use 
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when the advertisement runs. Nowhere in the combined references is there any 
teaching or suggestion of "providing the video program containing one or more virtual 
object locations" and "generating a retieval plan at one or more viewer's terminals, 
wherein the retrieval plan designates which of the one or more virtual object locations 
displays an alternate virtual object in said video program ." Therefore, the combined 



references fail to teach or suggest the Applicant's invention as a whole . 

As such, the Applicants submit that independent claims 6, 26, 42 and 54 and 
dependent claims 22-24, 29, 45, 46 and 57 which depend directly or indirectly from 
independent claims 6, 26 T 42 and 54 are ! not obvious and fully satisfy the requirements 
of 35 U.S.C. §103 and are patentable thereunder. Therefore, the Applicants 
respectfully request that the Examiner's (rejection be withdrawn. 



B. 



Claim 10 



Claim 10 depends from 
thereof. The Applicants' dependent 



10 and 47-50 under 35 U.S.C. §1 03(a) as 
over Alexander in view of U.S. Patent 
i"). The Applicants respectfully traverse the 



Claims 10 and 47-50 

The Examiner has rejected claims 
being obvious and therefore unpatentable 
6,493,872 to Rangan (hereinafter "Rangen 1 
rejection. 

A. Claims 47-50 

The Applicant has canceled claims 47-50. Therefore, the rejection is now 
deemed moot. 



independent claim 6 and recites additional features 
claim 10 recites in part: 



objects, comprising: 
program containing one or more virtual object 



"A method of targeting virtual ,i 

providing a video 
locations; 

providing virtual objects for one or more of the virtual object 
locations; 

providing at least < 
one or more virtual object 

providing a retrieval! | 
designates which of the < 
alternate virtual object jnj 



ope alternate virtual object for at least one of the 
locations; and 

plan, wherein the retrieval plan at the terminal 
or more virtual object locations displays an 
video program ." (emphasis added). 



>one 
said 
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As discussed above, trje Alexander reference discloses 

An electronic program guide having advertisement panels formed by a 
graphics layer that is sent to the terminals. Further, the EPG and the 
Profile Program use Viewer Profile information to tailor the presentation 
and scheduling of advertisements to viewer and to customize the 
presentation of the EPG for the user. One example is customizing an 
overlay message to an advertisement on a local geographic basis. In one 
embodiment, the customized messages can be preloaded by zip code into 
the memories of particular viewers' EPG's. The preloaded messages can 
be transmitted by a head end during off hours and stored in the viewer's 
terminal for use when the advertisement joins, e.g., during a television 
program or in a video clip in the Ad Window, (see Alexander, column 32, 
lines 23-27 and lines 35-51 ). 

Furthermore, the Rangan referen.ce does not bridge the substantial gap between 

the Alexander reference and the Applicant's invention. Specifically, the Rangan 

reference discloses I 

The overall purpose of the authorizing station is addition of innovative 
material to the video data stream, such as text overlay, graphic icons and 
logos for advertisement, some ejf which mjay be associated with identity 
and address data to | allow a viewer at a computerized end station to 
access advertisements and othjsr data which may be associated with 
individual entities in the video presentation. Advertisements may, for 
example, be associated with a tracked object. Also the text annotations 
could either be set to track along with an object, or appear In a fixed 

' as they are typical in broadcasts today. 



position anywhere on ;the screen 
(see Rangan, column 6, lines 6-16). 



Furthermore, the Rangan reference discloses 

The authoring system 51 comprises multiple dedicated authoring stations 
equipped with software capable of tracking jmages within the video stream 
and adding annotations including interactive icons, text, animated 
graphics and sounds. |(see Rangan, column 13, lines 19-24). 



In other words, thej Rangan 
information, such as text, ifcons, and 

object in the video may be j inserted into ' the video at an author!) 
upstream from the users* tenjninals. 



reference! merely discloses that advertising 
animated ' graphics associated with a tracked 

which is 



311581-1 i 

PAGE 24/36* RCVD AT 12/9/20O4 1:30:31 PM [Eastern Standard Time] * SVR:U$PT0£FXRF-1/3 * DNIS:8729306* CSID:732 530 9808 » DURATION (mm-ss):09-34 



12/09/ 04 1 3:43 FAX 7 32 530 9808 



MOSER PATTERSON SHERIDAN ■+ PTO 



©025 



SN 09/597,893 
Page 22 of 23 

Even if the two references could somehow be operably combined, the 
combination would provide a library of advertisements stored at the viewer's terminal 
where the EPG selects advertisements ' for display according to pre-established 
selection criteria, and an authoring station for tracking and inserting advertisements in a 
video stream that is upstream from th!e user's terminal. Nowhere in the combined 
references is there any teaching or suggestion of "providing a video program containing 
one or more virtual object locations" ajid "generating a retrieval plan at one or more 
viewer's terminals, wherein a retrieval plan, at the terminal designates which of the one 
or more virtual object locations displays an alternate virtual object in said video 
program ." Therefore, the combined references fail to teach or suggest the Applicant's 
Invention as a whole . 

As such, the Applicants submit that dependent claim 10, which depends directly 
or indirectly from independent clajm 6, is not obvious and fully satisfies the 
requirements of 35 U.S.C. §103 and is patentable thereunder. Therefore, the 
Applicants respectfully request that the; Examiner's rejection be withdrawn. 
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CONCLUSION 

Thus, the Applicant submits that none of the claims presently in the application 
are anticipated or obvious under the respective provisions of 35 U.S.C. §102 and §103. 
The Applicant further submits that Applicant has addressed the Examiner's double 
patenting rejections and they should be; withdrawn. Accordingly, both reconsideration 
of this application and its swift passage to issue are earnestly solicited. 

If, however, the Examiner believe^ that there are any unresolved issues requiring 
adverse final action in any of the claims now pending in the application, it is requested 
that the Examiner telephone Steven MJMertzberg or Eamon J. Wall at (732) 530-9404 
so that appropriate arrangements can be" made for resolving such issues as 
expeditiously as possible. 



POWER OF ATTORNEY/CHANGE OF CORRESPONDENCE 

For the convenience of the Examiner, a copy of a recently filed Power of 
Attorney/Change of Correspondence Adjdress is attached. 

. i 

. jRespectfully submitted, 



Dated: 



jEamon J:. Wall 
(Registration No, 39,414 
jAttorney for Applicant 



MOSER, PATTERSON & SHERIDAN, JLLP 
595 Shrewsbury Avenue, Suite 100 : 1 
Shrewsbury, New Jersey O7702 ; 
Telephone: 732-530-9404 
Facsimile: 732-530-9808 ! 



311561-1 



PAGE 2W36 * RCVD AT 1 219/2004 1 :30:31 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/3 * DNIS:8729306 * CSID:732 530 9808 * DURATION (mm-ss):09-34 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/PLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

0 LINES OR MARKS ON ORIGINAL DOCUMENT 
- --- □ REFERENGE(S):OR-£-XIHBIT(S)-SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



